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DETAILED ACTION 

Election/Restrictions 
Claims 9-25 are withdrawn from further consideration pursuant to 37 CFR 1 .1 42(b) as 
being drawn to nonelected processes and apparatus, there being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on 12 April 2004. 

Specification 

The amendment filed 7 June 2004 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows. 

The instant specification has been amended at pages 8, 17, 34, 81, and 84 and the 
Abstract to specify that it is the toner residue has the specified circularity rather than the toner 
itself, as originally presented. Basis for this amendment is asserted from the priority document, 
which is incorporated by reference into the instant specification (p. 86). Applicants have 
provided a partial translation of the priority document. This translation provides in the sole 
descriptive disclosure, "An electrophotographic toner comprising at least a binder resin, a 
colorant and a charge controlling agent as main components, characterized in that when the 
toner is sieved with a 500-mesh screen, a residue on the screen has a circularity of from 0.93 to 
0.97, and when 100 g of the toner is sieved with a 500-mesh screen, a weight of a residue on 
the screen is not greater than 10 mg." The translation also provides a Table for certain 
examples' toners where the circularity of the residue on 500-mesh sieve and the weight of 
residual on the 500-mesh are presented. These limited disclosures do not provide basis for the 
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specification amendments because the priority document toner tiavlng the specified residue 
characteristics is not disclosed as having a fluidity agent, as is specified in the instant claims. 
The translation also does not show a toner having the specified residue characteristics for use 
in the specified electrophotographic image formation method. 

Furthemiore, the only disclosure of the toner having the residue requires the toner to 
also contain a binder resin, a colorant and a charge controlling agent as main components. The 
specification as amended does not require a toner with these components, as is required by the 
translation, which is the sole basis for the claimed residue characteristics. 

The translation also does not provide basis for the amendment to Table 1 because there 
is no indication that the translation examples contain the same materials as present in the 
specification examples or that the translation examples have the intermediate transfer member 
and Evaluation after Image Formation as presented. The originally filed specification examples 
present specific compositions that are used in specific ways and there is no indication that these 
examples had the compositions and were used in the ways as now presented in the 
specification. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using H, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-8 and 26-33 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
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was not described in ttie specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s). at the time the application was filed, had possession of the 
claimed invention. As noted above, the sole basis for the amendments to the instant claims is 
the content of the priority document. Consequently, basis for the claims must come solely from 
the priority document. Only a partial translation of the priority document has been provided. 

The partial translation of the priority document does not provide basis for the claims as 
amended because there is no disclosure of the toner with a fluidity agent having the residue 
characteristics as claimed or for a toner having the residue characteristics with the specific "for 
use with an electrophotographic image fomiation method..." as required by the claims. Further, 
there is no disclosure of this toner with the other characteristics of claims 2-8, with the rotary 
toner supple container as specified in claims 26-33. or the specific toner characteristics in these 
latter claims. The specification as originally filed or as presented in the priority document 
incorporated by reference also does not disclose the toner without the presence of a binder 
resin, a colorant and a charge controlling agent as main components where the residue has the 
noted circularity. 

The claims as now presented are without basis in the specification as filed even in view 
of the incorporated foreign priority document, as seen in the translation. New matter is present. 

The Examiner suggests that a full translation of the priority document be submitted as it 
could show possession of more of the claimed invention than that of the limited translation. 

Claim Rejections - 35 USC §§ 102 & 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(6) the invention was described in (1 ) an application for patent, published under section 122(b) by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 



Application/Control Number: 10/683,844 
Art Unit: 1756 



Page 5 



granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5, 7, 26-28, 30, and 32 are rejected under 35 U.S.C. 102(e) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Karaki et al. in US Patent 
5,912,101. 

Karaki exemplifies toners having toner particles comprising a binder resin (col. 8, 1. 66 - 
col. 9, 1. 47), a colorant (col. 10, 1. 15-22; col. 12, 1. 54- col. 13, 1. 48), and a charge control 
agent (col. 1 5, 1. 34-67), and an extemal fluidity agent such as hydrophobic silica of a size of 
0.02 pm (Examples 1 & 2) and 0.015 pm (Example 3). The produced toners have average 
circularities such as 0.94 (Example 3), 0.95 (Example 1 ) and 0.96 (Example 2). The particle 
size distributions of the exemplified toners indicate that neariy 100% of the toners have sizes 
below 25 pm (500 mesh - see spec. p. 18) and have an average particle size (50% cumulative) 
of below 9 pm noting the data in Tables 2-4. It appears that the particles having sizes of 25 
microns or larger would have the same circularities as indication for the toner as a whole 
because there is no indication that circularity changes in the reference based on toner particle 
size. Thus the examples' toners appear to inherently have the requisite residue of the instant 
claims because they have an amount of residue and toner particle circularity as required. 
Because the toners of the examples have the required circularity, appear to have the required 
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residue, and contain a fluidity agent having characteristics disclosed and claimed as appropriate 
to the instant invention it appears that the reference toners inherently have the claimed ratio Z. 
Note that Example 5 appears equally applicable to the claims. 

The toner 163 is placed in a developing assembly 151 having a rotary developing sleeve 
156 containing a magnet 165. This assembly functions as a rotary toner supply container and is 
free of a rotary agitating blade. See Figure 14, the description in column 18 of the Figure, and 
the discussion of the invention's toner supply container on specification page 46 that discusses 
the rotation of the development sleeve with magnetic brushes. This construction is present in 
the reference (magnet 1 65 produces a magnetic brush). 

When a reference discloses all the limitations of a claim except for a property and the 
Examiner cannot detemiine whether or not the function inherently possesses property which 
anticipate or render obvious the claimed invention but has reason to believe the property is 
present, it is proper to shift the burden of proof to applicants to establish whether or not the 
property is inherent. See In re Fitzgerald, 205 USPQ 594. 

Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ota in US 
Patent 5,240,803 in view of Inaba etal. in US Patent 5,827.632, further in view of Handbook of 
Imaging Materials to Diamond, p. 168-9, 178-81. 

Ota exemplifies a toner comprising a binder resin, a colorant, and a charge control agent 
in Example 4 having a volume average diameter of 11.0 pm, a circularity of 0.96, and a 
dispersion (Dzs/D/s) of 1.55 and a toner In Example 5 having a volume average diameter of 7.1 
Mm, a circularity of 0.96, and a dispersion (D25/D75) of 1 .51 . Because of the narrow degree of 
dispersion it appears that the toners of these examples have residue values for 500 mesh (i.e., 
25 pm) within the scope of the claims. It also appears that the particles of 25 pm or greater in 
size would have the same circularity because this is the disclosed circularity of the toner. 
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Toners thus prepared are mixed witli carrier particles to form a developer. It appears that the 
toner particles inherently have the residue value of the instant claims because they have the 
size and circularity of the instant invention and a small dispersion value vvhich indicates that 
most of the particle sizes are near the average value. 

The reference does not specify the addition of fluidity agents to the surface of the toner. 
Inaba discloses a combination of fluidity additives in toner compositions where the toner 
has sizes of from 1 to 9 pm. These additives improve transferability of the toner to a transfer- 
receiving material or via an intemiediate transfer material (col. 1, 1. 64 - col. 2, 1. 6). Useful 
fluidity additive packages include hydrophobicized titania having a size of 43 to 49 nm and 
hydrophobiclzed silica having a size of 31 to 43 nm (Table 1 ). Specifically note the 
compositions of Examples 2-4 where 1 .2 wt. % of titania and 0.8 wt. % of silica is used. Toners 
thus prepared are mixed with carrier particles to forni a developer. 

Diamond discloses the background of the art noting the conventional use of surface 
additives (§ 4.2.4) to increase fluidity (i.e., flow properties) of the toner. The text also discusses 
the use of charge control agents to optimize the charge level and rate of charging for toners (§ 
4.2.3). Diamond also states that it is a well known desire in the art to obtain a the requisite 
charge as quickly as possible (p. 180, § 4.3.4. US) and to obtain as nan-ow a particle size 
distribution as possible to reduce dirt in the machine environment (p. 178, § 4.3.3). Diamond 
notes the use of cyan, magenta, and yellow pigments to form a full color toner image (§ 4.2.2). 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to add the fluidity agents of Inaba to the toner composition of Ota because Ota discloses 
small toner particle sizes such as 7.1 pm in Example 5 as desired in that invention and Inaba 
states that such small toner sizes have problems with transfer to a final or intermediate receiver. 
Inaba advises the artisan that through the use of fluidity agents as disclosed and exemplified 
these problems in small toners can be reduced. Thus the skilled artisan, based upon the art as 



Application/Control Number: 10/683,844 
Art Unit: 1756 



Page 8 



a whole, has ample reason to incorporate the additives of Inaba into the toner of Ota to obtain 
the benefits of transferability and cleanability disclosed by Inaba for small sized toners. 
Diamond supports the inclusion of these components in Ota by demonstrating that fluidity 
additives are well known in the toner art. The artisan would have found it obvious to optimize 
the toner's particle size distribution to as narrow a value as possible because this is known in 
the art to reduce dirt and optimize copy quality (Diamond, supra.; pending claim 8). Such a 
nanrow size distribution would motivate the artisan to minimize the "residue" value of the instant 
claims if this value is not inherent to Ota's composition. The artisan would also have found it 
obvious to optimize the toner's ability to obtain a quick, stable charge of necessary magnitude 
(i.e., charge rise-up; pending claim 3) because Diamond teaches that this is important to ensure 
that the toner is properly charged when it reaches the photoreceptor. 

Claims 1-8 and 26-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Karaki etal. in US Patent 5,912,101 in view of Inaba etal. in US Patent 5,827,632, further in 
view of Handbook of Imaging Materials to Diamond, p. 168-9, 178-81. 

Karaki was discussed above. This rejection is applied if the primary reference does not 
inherently possess the claimed residue value. Additionally, Karaki does not disclose the 
claimed combination of fluidity additives in pending claims 4 and 29, the additives of claims 6 
and 31, and the amount of toner specified in claims 8 and 33. 

Inaba and Diamond are relied upon for those features discussed above. 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to add the fluidity agents of Inaba to Karaki's toner because Karaki discloses small toner 
particle sizes having hydrophobic silica additives such as seen in the examples and Inaba 
states that such small toner sizes have problems with transfer to a final or intermediate receiver. 
Inaba advises the artisan that through the use of fluidity agents as disclosed and exemplified 
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these problems in small toners can be reduced. Thus the skilled artisan, based upon the art as 
a whole, has ample reason to incorporate the additives of Inaba Into the toner of KarakI to 
obtain the benefits of transferability and cleanability disclosed by Inaba for small sized toners. 
Diamond supports the inclusion of these components in Karaki by demonstrating that fluidity 
additives are well known in the toner art. The artisan would have found it obvious to optimize 
the toner's particle size distribution to as nanrow a value as possible because this is known in 
the art to reduce dirt and optimize copy quality (Diamond, supra.; pending claim 8). Such a 
narrow size distribution would motivate the artisan to minimize the "residue" amount if this value 
is not Inherent to Karaki's composition. The artisan would also have found it obvious to 
optimize the toner's ability to obtain a quick, stable charge of necessary magnitude (i.e., charge 
rise-up; pending claim 3) because Diamond teaches that this is important to ensure that the 
toner is properly charged when it reaches the photoreceptor. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher RoDee whose telephone number is 571-272-1388. The 
examiner can normally be reached on most weekdays from 6:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an appiication may be obtained from tfie Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status infomiation for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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cdr PRIMARY EXAMINER 
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